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DIGEST OF CASES 
I TRADE-MARK ACT OF 1946 
CONSTRUCTION 


LANHAM ActT 


Section T. M.R. Page 
2 115, 412, 506, 735, 990 


634, 1071 
57, 305, 408, 410, 747 


Section 2 


Section 2 (a) inapplicable where neither registrant’s mark nor applicant’s mark is name 
of a person within meaning of the Act. 115 


Section 2 (d) is specific in prescribing condition for concurrent registration; and absence 
of any one of the conditions is sufficient to preclude the concurrent registration. 412 


Change in language from 1905 statute was to eliminate an interpretation of the earlier lan- 
guage which had prevented registration of such words as COTTON or KING, which, while the 
names of individuals, were not primarily so. 

Word “primarily” was added to section to avoid exclusion from registration of a word 
which was primarily not a surname but which could be found as the name of an individual. 
The expression “the name of a particular person” was rejected as an inadequate standard for 
barring registration because it might exaggerate the difficulty. 506 


The rule that to establish “secondary meaning” the claimant must prove that the primary 
significance of the term in the minds of the consuming public is not the product but the pro- 
ducer (Kellogg Company v. National Biscuit Company, 305 U. S. 111, 28 TMR 569) is not 
rendered inapplicable by the Section 2(f) of the Lanham Act. This rule applies to trade names 
and applies with equal or greater force to trade-marks. 735 


A registration on the Supplemental Register can be used as a basis for refusal of a regis- 
tration to another, as can a registration under the Acts of 1881, 1905, 1920 and 1946 ( Principal 
Register) ; such registrations may be used as a reference by the Patent Office. 990 


Section 3 


The definition of service mark in section 45 is qualified by the requirement of being used 
in commerce in section 3 which in turn is defined in section 45 as “(b) on services when it is 
used or displayed in the sale or advertising of services and the services are rendered in com- 
merce.” 


Patent Office construes service marks to mean marks of service business such as laundries, 
cleaning and dyeing establishments, insurance companies and other businesses engaged in ren- 
dering services rather than production or merchandising of goods. Activities involving design, 
production, sale, advertising and sales promotion of one’s own goods are not services for which 
a service mark can be registered. 

Legislative history of section 45 indicates that service mark is limited to marks used to 
identify services not including titles of radio programs because Congressional Coordination 
Committee did not adopt a proposed definition of service mark which included titles of radio 
programs. 747 
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Section 6 


Legislative history of Lanham Act shows Section 6 thereof to be declaratory of Patent 
Office disclaimer practice sanctioned by Beckworth v. Commissioner of Patents, except that 
under the Lanham Act, disclaimed matter which later acquires distinctiveness may be regis- 
tered. 962 

Section 8 


Affidavit under section 8 to maintain registration requires some evidence of use, other than 
mere statement of owner. 

Affidavit filed under this Section merely stating that mark is still in use held insufficient 
to satisfy requirement of provision of the Section. 

Subdivision of specimen or facsimile label, or its equivalent, actually being used on the 
goods at the time of making affidavit would appear to be acceptable to show continued use 
of mark. 302 


Section 18 


Section 18 clothes the Commissioner with authority to refuse to register an opposed mark 
if he deems proper, and thus to overrule the Examiner of Trade-Marks as to registrability 
per se. 129 


Section 22 
Registration under the Act or under Act of 1881 or Act of 1905 is constructive notice of 
claim of ownership. 94 
Section 32 
Use of mark likely to cause confusion or mistake or deception prohibited by Act. 94 
Section 43 
Lanham Trade-Mark Act (specifically 15 U.S.C. 1125(a)) is inapplicable to suit for 
personal injuries resulting from alleged negligence in mislabeling. 489 
Section 44 


That part of the International Convention for the Protection of Industrial Property 
(London 1934) which pertains to the protection of trade-marks and trade names and suppres- 
sion of unfair competition were embodied in Section 44 of the Lanham Act. 634 


Where the claim for trade-mark infringement is too unsubstantial to support dependent 
jurisdiction over the claim for unfair competition under 28 U.S.C. 1338(b), Section 44(b), 
(h) and (i) does not confer jurisdiction on the federal courts over all instances of unfair com- 
petition in interstate commerce regardless of the amount involved or diversity of citizenship 
of the parties. 1071 


Section 45 


Expression of intent of Act in Section 45 grants broad jurisdictional powers to prevent 
violation of any rights of registrant. 57 


Operation of a single hotel within a single State is not rendering service “in commerce,” 
notwithstanding taking and making of reservations from without the State. 305 


Section 45 defines a trade-mark as one which identifies and distinguishes goods of one 
manufacturer from those of another, and it is fundamental that to be registrable a trade-mark 
must be used in such a manner as to identify; use of words “it floats” in small print at the 
end of eight lines of printed matter is not trade-mark use within meaning of the Act. 408 


Section 45 contemplates use of a mark in such-a manner as to identify and distinguish 
the user’s goods and clearly does not contemplate that the public will be required or expected 
to browse through groups of words in order to decide that a particular word or words may 
or may not be intended to serve as a trade-mark. 410 
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The definition of service mark in section 45 is qualified by the requirement of being used 
in commerce in section 3 which in turn is defined in section 45 as “(b) on services when it is 
used or displayed in the sale or advertising of services and the services are rendered in com- 
merce”. 

Patent Office construes service marks to mean marks of service business such as laundries, 
cleaning and dyeing establishments, insurance companies and other businesses engaged in ren- 
dering services rather than production or merchandising of goods. Activities involving design, 
production, sale, advertising and sales promotion of one’s own goods are not services for which 
a service mark can be registered. 

Legislative history of section 45 indicates that service mark is limited to marks used to 
identify services not including titles of radio programs because Congressional Coordination 
Committee did not adopt a proposed definition of service mark which included titles of radio 
programs. 747 


REGISTRABILITY 
In General 


The word Q-tTIPs, as applied to cotton-tipped swabs, is a valid trade-mark even though the 
word Tips alone may be descriptive. The word Q-Tips has not become a generic term for 
cotton-tipped applicators. 64 


More than one trade-mark may be applied to a given commodity without detracting from 
the legal efficacy of each, provided each serves to indicate origin. 123 


It is no longer necessary to establish that goods of parties posses same descriptive 
properties. 220 


HALL OF SCIENCE not registrable as a trade-mark when it appears as part of overall word- 
ing GILBERT HALL OF SCIENCE. 

Mark must be used in such a manner that its nature and function are readily apparent, 
and it is not proper to break up integral features used by an applicant for purposes of regis- 
tration. 

In absence of evidence that mark is used in trade-mark sense on goods displayed to public 
and in absence of clear indication that applicant intended part of mark, rather than whole, 
to be the trade-mark, mark is not registrable. 300 


40 WINKS MOTEL AND RESTAURANT not registrable when services which it designates are 
purely local in nature. 305 


KODAK is a coined or invented trade-mark and it is not seen how harm is inflicted on 
anyone by preventing its use to others on any goods which are even remotely connected to 
photographic equipment, since it is more than probable that any goods having the designation 
KODAK thereon will be regarded by the public as emanating from the same source, 317 


YANKEE NETWORK refers to a radio news service, identifies a transcription of a particular 
news broadcast and carries the address of the network, and is, therefore, not registrable as a 
trade-mark, 

Mark is not registrable unless use is a trade-mark use, 320 


Mark is unregistrable when it contains as its dominant feature the entire mark of another 
registrant. 399 


Where goods are identical, the appearance of the marks, the sound of the marks when 
spoken, and the meaning of the marks are all taken into consideration, and if any or all of 
these elements suggest probability of confusion, newcomer is not entitled to registration, 400 


Present meaning of a word is significant and controlling; not what it meant five or ten 
years ago, 403 
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Explanation of reasons for adopting mark may serve to show good faith, but it cannot 
have any bearing on likelihood of confusion, since public cannot know the reasons and will 
accept the marks as they are. 520 


Only issue to be determined in opposition based on likelihood of confusion of origin, not 
confusion of goods. 537 


Integral, structural, functional features of a product cannot be registered as a trade-mark. 
Where embossment on goods has well known functional purpose, it cannot be registered but 
if embossment is by choice or for convenience in fabrication, it may be registered. Raised 
ribs are conventional strengthening features of protective headgear. 775 


WILBERT is not generic or descriptive of burial vaults. 841 


Gray-colored outer vamp of shoes is not registrable because it is an integral, functional 
component of shoes. 882 


CASUAL CLAssics for shoes is capable of functioning as a trade-mark because CASUAL and 
CLASSIC as used in the shoe industry are mutually contradictory. 992 


Examiner may not require applicant to disclaim Lac in cEL-u-Lac for laxatives where 
applicant has not stated whether its goods have a milky appearance. 1179 


Descriptive Terms 


S.P.1.G.A. is fanciful, not descriptive, and, therefore, valid. 104 
WEATHER CONTROL is descriptive of automobile heaters and is, therefore, unregistrable. 129 


DOWN DEEP is descriptive of cleaning preparation for the hands. Descriptiveness must be 
determined in connection with particular goods upon which mark is used. 291 


SLEEP-FORM held descriptive of men’s pajamas and, therefore, unregistrable. 297 


POWER LINE is clearly descriptive of a line of power-operated tools for driving and clinching 
staples, and is, therefore, unregistrable. 529 


LAUNDERETTE is merely descriptive of a self-service laundry store. 724 


pLus 30 is not descriptive of face cream. A mark is not descriptive if it describes a class 
of purchasers for whom the goods are intended. 731 


EZ FLO is descriptive of insecticides in dust form, plant and horticultural parasiticides, 
agricultural, crop and animal sprays, fungicides, and plant hormones for agricultural use. 956 


Composite mark consisting of FASTIE superimposed on fanciful background comprising ends 
of three tubular elements, apparently sausages, each having a fastener attached to its end is 
not registrable for machines to seal flexible tube ends by barrel fasteners unless rastie is 
disclaimed because rastie is descriptive of the goods, 962 


WHY PAY FOR OVERHEAD WHEN YOU CAN’T WEAR UT for men’s, women’s and children’s 
clothing is descriptive. 982 
Where application is made under section 2(f) of the Act of 1946, whether the mark is 
descriptive is immaterial unless it has become so generic that the public recognizes it and uses 
it as the name of the goods. 992 


HAND-E-HONE is descriptive of honing tools for hand or power operation, 1175 


MOTOR TREND is descriptive of a magazine describing characteristics of current automobiles 
and comparing such characteristics in past and present alitomobiles, 1177 


CAPso-LeTTes is descriptive of spices put up in small or miniature capsules, 1178 


stor rire, for waterproof and flameproof canvas, is descriptive of the most desirable char- 
acteristic of the goods, 1186 
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Generic Terms 


The word “prefabricate” is a generic term used in a broad sense to indicate anything 
pre-cut or pre-formed so that it can be readily assembled and put together. The term 
PREFAB is an obvious corruption or contraction of “prefabricate” and has been used as such 
since long before applicant’s date of first use; PREFAB is therefore not registrable on Principal 
Register for shelving for storage boxes and drawers. 403 


A mark which is just the name of a product cannot acquire secondary meaning and is 
not registrable because no one can acquire the exclusive right to use a generic term regardless 
of how long one has exclusively used the term in commerce. 


CARILLONIC BELLS is generically descriptive of an electronic device which produces sound 
like bells of a carillon. 735 


RUBBER-COAT as applied to paint is generically descriptive since it means a coat of paint 
having some rubber therein. 1192 


Surnames 


SAMSON is not primarily merely a surname when other meanings and usages of the word 
outweigh in significance, importance and popular understanding the usage as a surname. 309 


J c HIGGINS held unregistrable as primarily merely a surname. Initials are not sufficient 
to prevent the mark from being primarily merely a surname. 

Although the entire name of an individual may be registrable, this principle will not apply 
if the surname is unduly emphasized or otherwise constitutes the only significant part of the 
mark. 506 


Laudatory Marks 


Applicant’s slogan is not mere laudatory advertising statement. 122 


Not every false statement can be considered merely laudatory and a good trade-mark. 291 


CONSISTENTLY SUPERIOR used on breads, cakes, pies and pastries is laudatory expression 
commonly used to indicate quality of workmanship, and, therefore, unregistrable. 296 


AMERICA’S MOST LUXURIOUS MATTRESS for mattresses and box springs is an ordinary and 
obvious laudatory expression and is not registrable on either the Principal or Supplemental 
Register. 988 


Secondary Meaning Marks 
Plaintiff held to have established secondary meaning in COPPERTONE. 85 


FOOD FAIR is not registrable as a trade-mark for grocery store; but proprietary rights might 
be created by establishing secondary meaning. 

Use of same mark commenced in different localities at substantially same time gives terri- 
torial rights to respective prior users. 106 


Injunction would not be proper unless plaintiff shows that secondary meaning attaches 
to designs. 

In establishing secondary meaning it is necessary to prove that the design identifies source 
and that purchasers are moved to buy because of source. 111 


Affidavits filed by applicant held insufficient to show distinctiveness when affiants are not 
considered representative of purchasing public. 296 


CUBE STEAK for meat tenderizing machines is not registrable under Section 2(f) of the 
Lanham Act where applicant failed to prove that the mark means the producer and not the 
name of the goods of the producer. 943 
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Applicant failed to prove oval alone for baseball bats had acquired secondary meaning 
where oval was always used to circumscribe well known word marks and evidence proved 
public recognized applicant’s bats by word marks and not by oval. 967 


Application alleging five years continuous and exclusive use of trade-mark will not be 
accepted where part of period of use was in violation of Federal law for sale of adulterated, 
misbranded and short measured products. 978 


Where applicant uses A NO. ONE in connection with SHRIVER’s in a rather unique and fanci- 
ful manner which requires a little reflection to identify it, A No. ONE is registrable subject mat- 
ter under section 2(f). 1191 


Concurrent Marks 


Where applicant’s date of first use is subsequent to filing date of a prior registration of 
the same mark, concurrent registration is specifically barred by statute. 412 


Service Marks 


Giving of advice and information regarding use of product is in nature of sales promotion 
and does not constitute a “service” within the meaning of the statute. 

Paint manufacturers held not entitled to register a mark for services rendered in connec- 
tion with mixing its paints, matching colors, and furnishing mixing machines, since services 
are merely incident to and part of sale of paints. 293 


MA PERKINS is not registrable as a service mark because the name is used by applicant to 
advertise goods which it manufactures and sells rather than to advertise or sell services ren- 
dered by applicant. 

The title of a radio program without anything further cannot be registered as a service 
mark. 

Marks or names used to advertise goods cannot be registered as service marks. 

Entertainment is a service business; marks used to advertise and sell entertainment services 
may be registered as service marks. 747 


Congress intended a service mark to function in such a fashion as to identify and distin- 
guish things of an intangible nature, such as services, in contradistinction to the protection 
already provided for the marks affixed to things of a tangible nature such as goods and 
products. 

The use by a phonograph record manufacturer of the slogan THE MUSIC YOU WANT WHEN 
YOU WANT IT on radio programs of recorded music is primarily for the purpose of selling 
goods, rather than for identifying services, and the slogan thus is not registrable as a service 
mark. 1168 


Slogans 


DEFINITE FEEDS FOR DEFINITE NEEDS is a slogan capable of functioning as a trade-mark and 


is registrable on the Supplemental Register. 122 
¢ 


WHY PAY FOR OVERHEAD WHEN YOU CAN’T WEAR IT used for men’s, women’s and children’s 
clothing is a slogan used to advertise applicant’s goods and is not registrable on the Principal 
Register. 

Slogans may be registered on the Supplemental Register if they denote applicant as the 
origin of the goods. 982 


Confusingly Similar Marks 
Goods of Same Descriptive Properties 


Proof of high potential for confusion and climate for free ride, in absence of proof of 
pecuniary loss and proof of only small amount of actual confusion, sufficient to warrant 
injunction. 94 


AIRLOOM for hosiery is confusingly similar to air spuN for hosiery. 112 


‘ 
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PAYLOADER for aircraft seats and leg rests and parts thereof may result in confusion of 
origin with PAYLOADER for tractor loaders and shovels, so that dismissal of the opposition on 
motion is improper. 115 


NutTRI for soft drinks is confusingly similar to NEHI for soft drinks. 


There is no such thing as the correct pronunciation of a trade-mark and there is neither 
legal nor moral excuse for even an approximate simulation of a well-known mark applied to 
similar goods by a newcomer. 118 


SALADMASTER for food shredders and slicers is confusingly similar to MIXMASTER for food 
slicers and shredders. 121 


CROSSLAND is confusingly similar to CROss COUNTRY notwithstanding difference in number 
of syllables. 123 


THE TEXAN for toy holsters is confusingly similar to TEXAS RANGER, with a pictorial repre- 
sentation of a boy outfitted in cowboy clothes, including a pistol and holster, for leather goods 
and equipment, including pistol holster sets. 

THE TEXAN and TEXAS RANGER are so analogous and so interwoven in the mind of the 
public as to have more or less substantial identity. 126 


WEATHER CONTROL for automobile heaters is not confusingly similar to WEATHER EYE for 
automobile heaters. 129 


SPRAYKOTE for asbestos for use in forming acoustical and heating insulation is confusingly 
similar to SPRAY-COTE for acoustical insulation coating. 220 


Distinctive design feature of mark may not be disregarded, and while not necessarily con- 
trolling feature, it clearly displays difference, even when word features of marks are identical, 
and this is particularly true when design is not mere illustration of the words. 

In determining question of likelihood of confusion, there is often distinction between ex 
parte and opposition on the one hand and cancellation proceedings on the other. The former 
rests largely on the opinion of the tribunals, while in latter there are greater opportunities to 
prove actual confusion. 

Failure or inability to show even one instance of confusion during twenty years of con- 
current use creates strong presumption against likelihood of confusion in future. 284 


Refusal of registration based on registration of same mark by another no longer tenable 
when prior registration expired during pendency of appeal. 296 


OLD DUTCH used on wine is likely to cause confusion with OLD DUTCH used on beer. 312 


KODAK for pyrophoric cigar and cigarette lighters may not be registered in view of identity 
with previously registered mark of Eastman Kodak. 317 


RUSTABOO for chemical and detergent preparations for cleaning and preparing metal sur- 
faces for painting not confusingly similar to TABU and TABOO for cosmetics, toilet soap and 
perfumes. 

In determining similarity, factors of form, appearance, sound, spelling, and ideas connoted 
by them, and whether one with an indefinite recollection of the real mark would likely be 
misled, may be considered; test is not a probing side-by-side comparison by experts, but the 
impression likely to be made on ordinary purchases; a mark is not to be resolved into its 
component parts and analyzed separately. Applying these principles to the facts in instant 
case, the differences in the marks, when considered with the dissimilarities in products, and 
sufficient to obviate any reasonable likelihood of confusion in trade. 369 


HAZE CREAM, with CREAM disclaimed, for automobile polish is confusingly similar to HAZE 
for ready-mixed paint. 399 





DIGEST OF CASES—PART II 23 


E M I, with pictorial design, for phonographs, television transmitters and receivers, radios, 
recorders, and parts thereof, is confusingly similar to word-mark Ami for phonographs, record 
changers, amplifiers and parts thereof. 

In composite mark involving words or letter in association with pictorial words or letter 
in association with pictorial matter, product would normally be asked for and known by words 
or letters which could be spoken; in instant case AMI and E M I standing alone are so nearly 
alike in sound as to be substantially identical. 400 


SCHEHERAZADE for hosiery is not confusingly similar to SHEERAZAIR for hosiery ; marks do 
not look alike; marks have entirely different significance and possibility of such mispronuncia- 
tion as to result in likelihood of confusion or deception of purchasers is remote. 

Likelihood of confusion from similar marks is largely a matter of opinion; prior decisions 
are of little value in a cancellation proceeding because each case must rest upon its own 
distinctive facts. 510 


Single human figure which appears to be composed of corrugated tubing and metal rein- 
forced hose, is not confusingly similar to a silhouette of twin human figures with circular heads, 
triangular bodies, rectilinear arms and legs with angles at the joints, for cutlery. 518 


COPATINT and COpPATAN, TINT and TAN disclaimed, for sun tan oil are confusingly similar 
to COPPERTONE for sun tan oil and cream. 520 


SCOTT CRAIG for men’s suits, topcoats, overcoats and other menswear, is not confusingly 
similar to SCOTT BARRIE for men’s topcoats, overcoats and suits. 

Having established a certain identity by adopting the first word of opposer’s mark, appli- 
cant is under clear duty to select as the remainder such word or words as are so wholly 
different that they will lead one away from any thought springing from the common word; here 
applicant has selected a word entirely different in sound, appearance and meaning. 523 


CHS-in distinetive style of lettering for food sauce, is not confusingly similar to c-H-B in 
conjunction with CALIFORNIA and HOME, or to CC, one nested within the other, or to co with 
triangle piercing ellipse, for goods in same class. 

When letters do not look aliie, nor sound alike, and when taken, as they should be, in 
connection with the designs, there is not sufficient similarity to find confusion likely. 525 


REGENT WORSTED (WoRSTED disclaimed) for men’s suits is confusingly similar to REGENT 
ROYAL for men’s suits, particularly since REGENT ROYAL suits might well be, and probably are, 
made of worsted fabric. Purchasers may think that both products are made by the same com- 
pany with royAL designating a higher grade of merchandise. 528 


HOLCOMB PURITINE, with PURITINE printed in larger letters in an elliptical space defined by 
the inner ends of a series of radiating lines, for chemical compound with detergent qualities 
sold to institutions and commercial users, is not confusingly similar to puRITAN for metal 


polish and soap sold to institutions and commercial users. 531 
sd 


PICK O’SEA for frozen fresh fish is not confusingly similar to CHICKEN OF THE SEA for 
canned tuna fish. 

Products of both parties are products of the sea; therefore, no particular weight can be 
given to OF THE SEA and sEA. Similarity in such cases must be determined primarily from 
the first words of each mark. 535 


ANAHIST for preparation for use in preventing or reducing the manifestation of the common 
cold, hay fever, and the like, is not confusingly similar to ANAcIN for analgesic preparation 
intended for use in relief of minor aches and pains, whether resulting from a cold or otherwise; 
both drugs are sold in the same stores, over the same counters, and to the same class of 
customers, and for the same general purpose so that it would be reasonable to presume likeli- 
hood of confusion—not as to goods—but as to origin, if the marks were held to be con- 
fusingly similar. 
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When prefixes are identical, the newcomer must use such syllables or words for the 
remainder of his mark as will lead one away from any thought springing from the commonly 
used prefix. 537 


CHEE.TOsS for cheese-coated puffed corn product is confusingly similar to CHEERIOS for 
puffed oat product sold as a breakfast cereal. 613 


Where opposer used identical mark for over 300 years in foreign commerce, mere affidavit 
of applicant’s secretary and testimony of several witnesses is insufficient to support finding of 
secondary meaning of a merely geographical mark. 634 


K. ZILDJIAN CO. and zILDJIAN for cymbals confusingly similar to AVEDIS ZILDJIAN co. for 
cymbals. 641 


BOLITA for neck chains, bracelets, scarf pins and other jewelry, not including watches, is 
not confusingly similar to BULOvA for watches and watch cases; but it is confusingly similar 
to BULOVITAS for watches. 648 


DREAMIES for nightgowns and pajamas is confusingly similar to pREAM for silk piece 


goods. 651 


FOODTOWN for wheat flour, coffee, table syrup, salad dressing and canned vegetables is 
confusingly similar to FOODLAND for canned fruits, canned vegetables, preserves, jellies and 
related articles. 653 


THUNDER BOLT, separated by a vertical flash of lightning, for chemical preparations to dis- 
solve stoppages in drain pipes, grease traps and floor drains, is not confusingly similar to 
SINCLAIR with a flash of lightning, one end of which touches the end of a representation of the 
trap of a drain pipe, for the same goods. 743 


Composite mark comprising two equilateral triangles with apex pointing down, horizontal 
bar across center and SEASIDE and representation of seagull is confusingly similar to equilateral 
triangle with apex pointing down, horizontal bar across center and conoco. 745 


GOOD HOUSEKEEPER for women’s, misses’ and children’s clothing is confusingly similar to 
GOOD HOUSEKEEPING for a magazine which advertises identical goods with a money-back war- 
ranty if the goods are not as advertised therein. 

In crder to establish confusing similarity under the Act of 1946, it is not necessary that 
the goods be of the same descriptive properties; the test is the likelihood of confusion, mistake 
or deception of purchasers. 873 


yey sups for bath water softener is confusingly similar to LA JOIE DE JEAN PATOU for 
toilet preparations including bath salts even though respondent’s product is a bubble bath 
preparation sold for 34¢ or less and sold only in grocery stores while petitioner’s preparations 
sell for $45 an ounce in exclusive shops and department stores because respondent’s registration 
per se does not limit respondent’s selling price or distribution arrangements and petitioner may 
enter respondent’s field and market similar products. 878 


Ns for fish tail burner heads for use in heating machines is confusingly similar to N. s. co. 
for gas and oil burners, stoves, forges and lanterns. 

In determining confusingly similarity of marks, Patent Office ignores such words as com- 
pany, incorporated and limited and abbreviations thereof because they do not serve to identify 
any particular corporation; such words cannot be the dominant part of a trade-mark. 986 


HAND-E-HONE for honing tools is confusingly similar to HAND-EE for devices for grinding, 
polishing and buffing the general surfaces of metal, wood and other devices. 1175 


CEL-U-LAC for laxatives is confusingly similar to CELLU for specially prepared medicinal 
preparations for internal human use. 1179 


RUBBER-COAT for paint is not confusingly similar to RUBBERITE for spar varnish. 1192 
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Use of same mark by different manufacturers on sand paper and paints would cause con- 
fusion as to the origin of the goods. 1206 


Goods of Same Class 


Since watches of all kinds and watch bracelets and bands are sold in the same stores to 
the same class of customers and are used conjointly, they are obviously related goods. 648 


Where registrant’s mark is applied to gas burners, gas-burner mixers and portable forges 
and the registrations do not indicate that registrant’s goods are not used in identical field as 
applicant’s goods, the goods are sufficiently similar so that a purchaser might logically assume 
that they had the same origin if they bore similar trade-marks; hence, applicant’s mark refused 
registration. 986 


Goods of Different Classes 


Concoctions for local application to the scalps of humans and those to be administered 
internally for destruction of worms in dogs are goods having pronounced differences in prop- 
erties and characteristics. 284 


Although respective goods are specifically different, they are closely related in character 
and function and are sold through the same merchandising outlets, and confusion is therefore 
likely to result. 399 


Opposer’s cutlery is designed for consumer use, whereas applicant’s hose is for incorpora- 
tion into other articles used in construction work; such goods are in wholly different fields 
of trade. 518 


Piece goods and articles of apparel made therefrom are so intimately associated in the 
mind of the public that their sale under similar marks would be likely to cause confusion. 
It is matter of common knowledge that articles of silk apparel are made from silk piece 
goods. 651 


Dominant Features 


As a general proposition, first part of a composite mark is more important, but doctrine 
generally applies to words which are not proper names, and where, as here, first part is a 
surname, emphasis is usually on the surname. 523 


Word portions of the marks are the dominant features, and applicant’s mark does not 
incorporate the dominant feature of opposer’s. 743 


Triangular design with cross-bar dominates composite design-word mark. 745 


TITLE 


Abandonment 


Sale of a trade-mark may not be made in the absence of sale of the business, but trans- 
action shows abandonment by purported seller. 
Abandonment is not shown by failure to prosecute all infringers. 99 


There is no abandonment of the name ADRIAN by virtue of license to another party to 
use. 192 


Evidence that name zILDJIAN is used only in conjunction with kK. ZILDJIAN co. is not 
sufficient to show abandonment of zILpJIAN alone. 641 


Where specimens of mark filed in opposition proceeding are not specimens of the mark 
as actually used by opposer, abandonment is not proved. 1172 
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Non-use of a mark during the years of World War II may not have constituted aban- 


donment. 1183 


Mere assertion by party that there was no intention to abandon mark, without anything 
further, is not considered sufficient to overcome prima facie abandonment established by more 
than three years nonuse. 1214 


Assignments 


Grant of exclusive and irrevocable right to use in a designated territory is assignment 
and not mere license. 94 


Since no property right is assigned through granting of right to use by another, subsequent 
assignment for benefit of creditors is invalid. 192 


GOVERNMENT HOUSE held on basis of facts alleged to revert to plaintiff on expiration of 
contract with defendant-registrant. 207 


Merger agreement and registration both identify The California Conserving Company, and 
it prima facie appears that they refer to same corporation, irrespective of presence or omission 
of the term INCORPORATED. 525 


Where assignor did not engage in business since 1941 and purported to assign its mark 
in 1947, the assignment was in gross and without any accompanying good will. 1183 


Licenses 


Dress designer may license another to use his surname in perfume business and collect 
royalties from such use. 192 


Licensee of a trade-mark has no standing to sue or be sued in his own name in an action 
for infringement. 391 


Naked license without either transfer of good will, the communication of a trade-mark, 
or provisions for supervisory control of the product or services is invalid because of likelihood 
of public deception; but where precautions were taken to insure that the ARTHUR MURRAY name 
would continue to indicate to the public that it had in the past, namely, a type of instruction 
conforming to the standards and methods of ARTHUR MURRAY, court was not dealing with a 
naked license. 

Fact that plaintiff failed to exercise the rights to see that defendant complied with his 
obligations under the contract does not give right of action. 

Licenses containing provisions to control defendant’s methods of operation is valid. Held, 
that there was a transfer of good will by ARTHUR MURRAY, and this factor is sufficient to 
validate licensing agreement. 501 
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II. REGISTRATION PROCEDURE 


APPLICATION 


Petition to make public list of abandoned trade-mark applications granted. 


Ex PARTE REJECTION 


Where ex parte grounds of rejection suggest themselves, case is sent back to Examiner 
of Trade-Marks for further action and refusal of registration. 307 


Applicant’s objection to consideration of Eastman’s registrations of KopAK for numerous 
items is not sustained since he could have filed petition to have final refusal vacated in order 
to afford him an opportunity to file an argument. 317 
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Where application is not brought under Section 2(f) of Lanham Act, affidavits of six 
retailers that public identifies applicant’s shoes by gray-colored vamp which is functional part 
of shoes do not prove that gray-colored vamp functions as a trade-mark. 882 


Composite mark comprising a monogram of sww co inside a hexagonal border with 
PRECISION written thereunder for knives is rejected ex parte because PRECISION is descriptive 
of knives and it dominates the mark. 975 


Patent Office generally rejects applications for regisiration when applicant improperly 
used trade-mark registration notice, but Patent Office will accept explanations showing that 
the use was without intent to mislead the public. 1086 


INTERFERENCE 


Motion to dissolve interference properly denied without taking testimony; only relevant 
questions are similarity of marks and goods and priority of use. Junior party may not rely 
on its other and different trade-marks in deciding an interference. Prior use by one party 
of marks other than the one in issue is irrelevant to his priority in an interference proceeding. 

Denial of testimony in interference proceeding does not preclude junior party’s right to 
take testimony to show senior party is not entitled to registration in a cancellation pro- 
ceeding. 770 


Laches is not applicable in an interference proceeding; priority of adoption and use is 
the traditional question to be determined. 

Laches is an affirmative defense and must be pleaded pursuant to Rule 8(c) of the Federal 
Rules of Civil Procedure; laches cannot be raised for the first time in the argument. 

Pleadings are not provided for in an interference proceeding, Patent Office Rules, Rule 
23.1; affirmative defenses must be pleaded, Federal Rules of Civil Procedure, Rule 8(c); 
therefore, affirmative defenses may not be raised in an interference proceeding. 

Mere delay in asserting a trade-mark right, in the absence of proof of facts or circum- 


stances giving rise to an estoppel, does not support the defense of laches. 772 


Where junior party in interference proceeding converts application to a concurrent use 
application, junior party can no longer assert priority generally over senior party and is in 
same position as if it had lost the interference. Granting motion to convert application posi- 
tion was proper because it avoids several proceedings; junior party could have filed a new 
application for concurrent use even if the interference proceeding were decided adversely to it. 

Where a registration has expired, said registration and the application on which it was 
based is properly ignored by the Examiner of Interferences. 

Where subsequent application is made before expiration of prior registration of identical 
marks for identical goods, the subsequent application’s filing date should not be considered 
as the filing date of the prior registration’s application. Nothing is found in the Trade-Mark 
Act which gives to an application for registration the filing date of a prior registration under 
any circumstances. 1098 


Interference party’s request for concurrent registrations for non-overlapping territories 
cannot be granted in interference proceeding where right to concurrent use is not in issue. 

When parties each seek registration of a descriptive mark under section 2(f) based upon 
an affidavit alleging five years substantially exclusive use, the Examiner of Trade-Marks in 
the examination of each application, cannot very well use the ex parte affidavit filed in one 
application as evidence in the other application, but is practically compelled to examine each 
application as if the other did not exist, and then declare an interference. 

Party’s claim that use is an iafringing use which cannot defeat its allegation of sub- 
stantially continuous use with regard to section 2(f) cannot be considered by the Patent 
Office, in the absence of an adjudication of infringement by the courts. 1194 
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Senior party did not appeal from finding by Examiner of Interferences that although it 
was entitled to priority, neither party was entitled to registration. Interference, therefore, 
no longer has any standing as such, but award of priority adverse to junior party forms 
basis of application; since junior party has appealed, appeal must be considered. 1214 


OPpposITION 
In General 


Use of pow-r-MaTic for oil burners is not likely to cause confusion or deception with 
OIL-0O-MATIC for oil burners, heating systems and parts thereof, or with arr-o-MaTic for air 
conditioning systems. 622 


FAVORA is not confusingly similar with FLAVoRITE or FLAV-0-RITE for identical goods in 
sound, appearance or meaning. One may not treat as elided a letter which makes a word 
distinctive. 628 


Where opposer, agent of British Government, manufactured and sold SHEFFIELD metal 
goods, including table and kitchen knives, forks and choppers, for over 300 years, and sHEF- 
FIELD was registered for said goods and others in Great Britain and the United States and 
was used in foreign commerce, applicant is not entitled to registration of SHEFFIELD for stoves 
and ranges because there is a likelihood of confusion and a false suggestion of connection 
with the renowned manufacturing industry located at Sheffield, England. 

Under the Act of 1946 refusal of registration may be required where there is likelihood 
of confusion although the goods are not of the same descriptive properties. 

The International Convention (London 1934) is a self-executing treaty and is part of 
United States law and should be construed liberally to give effect to its purposes. Terms of 
that treaty applicable to the protection of trade-marks and trade names and the suppression 
of unfair competition were embodied in Section 44 of the Lanham Act. 634 


Public should not be required to dissect and analyze trade-marks in order that confusion 
and deception be avoided. 648 


E-Z-EYE for laminated plate glass is confusingly similar to EASY ON THE Eyes for sheet, 
flat, drawn, and safety glass in sound, appearance and meaning. 

Use of notation EASY ON THE EYES on stationery, letterheads, calling cards, and advertising 
pamphlets is analogous to trade-mark use, 

Even if opposer's mark is descriptive, nevertheless opposer has the right to object to 
registration of a confusingly similar mark, 

Although applicant's glass is used exclusively in automotive vehicles while opposer's glass 
is used in windows of homes, offices and industrial buildings, the use of similar marks on 
glasa goods is likely to cause confusion as to origin, Goods are of a similar nature irrespec- 
tive of their intended apecifie use, 756 


TRRRAZEAL for liquid floor sealer and finish lacquer is confusingly similar to DURA aRaL 
for a preservative and finish for wood, cork, cement, marble terrazzo and compositions 

Even if the marka are not similar in appearance or meaning, they are likely to cause 
confusion if almilar in sound alone, 780 


GREENDREAM for hair dressing ia confusingly similar to prene for shampoo and ia not 
confusingly similar to @LeemM for nail gloss, 

Where large suma of money have been spent to advertise an arbitrary trademark, there 
is Ho justification for a neweomer to even approximately simulate aueh a mark, 762 


Composite mark consisting of pReAM ature, pair of eyes, silhouette of female and words 
YOUNG AS A WENK for perfume is confusingly similar to DREAM Kiss and pReaAM Girt for per 
fume, toilet water, face creams, face powder and taleum powder, 
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DREAM is not even remotely descriptive of perfume and toilet goods. 
The fact that a word has a dictionary definition of its own does not preclude that word 
from being more or less arbitrary as applied to goods. 

Where one adopts the first word of another’s work, one must choose for the remainder 
of his mark such word or words as will lead away from any thought springing from the 
commonly used word. 

The registrations of third parties may not be relied on by applicant in a collateral attack 
upon the validity of opposer’s registrations. 764 











zip AROO for children’s play clothes is not confusingly similar to ARRow for men’s, women’s 
and children’s clothes. 

zip AROO is a known slang word and does not describe children’s play clothes. 

An opposition cannot be sustained on the basis of opposer's potential use of a derivative 
mark which might be confusingly similar to applicant's mark unless applicant’s mark is de- 
scriptive. 767 












zip AROO for children’s play clothes is not confusingly similar to BUCKAROoo for western 
type children’s garments because BUCKAROO has a descriptive meaning when applied to western 
type clothes and is not entirely arbitrary. 769 









RICH-NUT is confusingly similar in sound, appearance and meaning to BEECH-NUT for 
food. 861 













FIESTA for ice cream is confusingly similar to Fiesta for coffee. 864 






TWEEN TIMER with female figure for girls’ dresses is confusingly similar to YOUNG TIMERS 
with female figure for same goods. 866 











Composite mark consisting of TEENTIMER and female figure for girls’ dresses is confusingly 
similar to YoUNGTIMERS and female figure for girls’ wearing apparel. 867 





JOHNNIE WALKER for shoes is not confusingly similar to JOHNNIE WALKER for Scotch 
whisky. Shoes and whisky are not related goods; they are not made by same manufacturers, 
or sold to same class of dealers nor are they inexpensive over-the-counter merchandise, 869 











REDIRULE for slide rules is not confusingly similar to Repipoinr for magazine-pencils or 
REDILITE for pyrophoric cigar lighters, 954 





TORNADO for wire fencing is confusingly similar to cycLone for identical goods, Similarity 
in meaning alone is sufficient to sustain a finding of likelihood of confusion where marks are 
arbitrary, 

In determining likelihood of confusion, courts take judicial notice of words and may refer 
to standard dictionaries or other recognized authority to refresh its memory and understanding 
as to the common meaning and understanding of language, 

One who adopts a valid mark and establishes a large butiness in which the mark ia used 
should have all doubts resolved in his favor as againat neweomera in an opposition proceed: 
ing; depending on nature of marks and gooda involved and particular facta of each case, 987 










geaoar for infants’ soap (aoap disclaimed) ia confusingly similar to pounce @ for hand 
cleaner including powdered soap, 073 





Composite mark comprising a monogram of aww co inside a hexagonal border with 
PRECTSION written thereunder in seript for knives used in paper cutting machines ie not eon 
fiusingly similar to composite mark comprising styHoLn with PRECISION KNIFE superimposed 
thereon, for identical goods, 

That a descriptive word cannot be the dominant part of a trade-mark is generally true 
where the descriptive word is of the same general size and shape as the remainder of the 
mark, but not where it is so prominently displayed that it immediately draws an observer's 
eyes and it outweighs the significance of the rest of the mark, 975 
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LUCATELLI for edible oils and coffee is confusingly similar to Locate. for cheeses. 978 


AFFA DAviT for kosher type wines is confusingly similar to composite mark MOGEN DAVID, 
pictorial and design matter for identical goods. 

There is neither legal nor moral excuse for even an approximate simulation of a well- 
known mark applied to goods of the same descriptive properties, 1079 


TROPICOLA, COLA disclaimed, is not confusingly similar to coca-coL.a for identical goods. 
COLA is descriptive of soft drinks, 1083 


NUTRECOLA and NUTRE-COLA within a red and green rosette, for syrup, concentrate and 
extracts for soft drinks is not confusingly similar to coca-coLa for a tonic, syrup or beverages 
because COLA is descriptive and NuTrt and coca are different in sound, appearance and 
meaning, 1086 


MANUMATIC for electric switches is not confusingly similar with pusmmatic for elec 
trical circuit breakers, 1097 

auereimin for wire fence, bale ties, ete, is confusingly similar with snerruio for ma 
chinery, cutlery and tools, 

The prior registration of a collective mark on related goods bara registration of a trade 
iwark where the public likely would be confused, 1102 


Composite mark consisting of a shield, atripes and L.oa.co, where & dominates the mark 
ia vat confusingly similar to & pb for identical goods 1106 


AMERLON for wool and nylon pleee goods ia confusingly similar te AMERILIN for eotton, 
apun rayan, and spun acetate fabrics and mixtures thereat in the piece, 1172 


PAL KoA PHONE for interattice and titerplant telephone apparatus ta ao dissimilar in meantig, 
appearance and aqund With akitet A rHONE for identioal goods that the publle likely would 
wot he eanfvaed when the marke ave considered aa a whole 11a 


ACOWOH MAN Far iiater driven apparatiia for apreadiig flake, ehip and granular materials 
ja Hot eontiaiialy almilar te acorenirme for feletion tape, adhesive tape, adheaive cement, 
limit reflecting (iaterial, and tape dlapenaers 11 ee 


MINNHADTA fe Hot menerieally ceaeriptive of linseed ail or palite derived from flaxseed 
Wiliwenoue to the atate at \Eesata 

Upponer ta without Cit to elatlonze applicant's prapowed vegiateation, alee Ue dows not 
appear (at it dewhe (i appliowit's partioulae elama of goods 

Uae of a corporate ame on doode fe Hat a tradeaark dae of a aiven part at that 
TT 1100 


1 determining Hhelihoad of eonfieion, fare wiuat be viewed aa a whole, lieliding any 
part ot the mark whieh ta generty 

*WiON for eleetric fiwes aud fee Hike te not eonfwalngly almilar to woamrwan for like 
prviila, 100 


wou, far Frealh meat for human eanmimption, te eanfialvaly slavlar to the aane mark 
we Weed an canned Mah late 


Pleading and Practice 


A Wation to dials apposition adiite all legally possible faete well pleaded hy opposer 
ail aloud be granted where Hatiee af apposition daea nat wet forth aulielent faete aa that 
revaatiable (iferenee of Hhelihaad af eonfiaton would follow therefran 

1) Cane Where Hiarke are the aane aud the gaade af the partion ave Hot liherently different 
iW eomey @amential eharwetertatic, appoattion aliould wot be diaiieaed on mietion 118 


Marka iat be eotalidered (i thete entivetion fi deteeniiitig atiitlaetty ai 
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It is duty of Patent Office to consider and determine registrability of a mark ex parte 
without reference to issues raised in notice of opposition, 

Applicant's attempt to prove use of similar mark prior to opposer’s claimed date of use 
has no pertinence in opposition proceeding, 129 


Where neither party filed testimony or briefs nor appeared at the hearing, opposition should 
not be sustained, particularly when applicant's mark is not on its face unregistrable over each 
of opposer's marks, 307 


Applicant cannot question the decision of the examiner to institute concurrent use proceed: 
ings, If applicant believes institution of the proceeding is improper, or irregular, he may file 
suitable motion to dissolve, If he believes prior judgment determines contemplated proceeding 
on ground of res judicata immediately after institution of proceeding, In either case the 
other party will have an opportunity to be heard, 

If required copy of application is not received by Examiner within twenty daya of this 
decision, he may have copy made and proceed with preparation and forwarding of notices 
preseribed in Rule 22,1, 405 


Opposition by German national barred by regulations of Attorney General under Trading 
With The Enemy Act in effect during statutery period for (ling opposition; Resolution and 
reclamation terminating state of war subsequent to such statutory period does not alter 
situation so as to render opposition valid ab initio, and motion to dismiss fled by Attorney 
General, aa intervenor, ia in effeet a ruling by aueh official that (ling of the appasition without 
a license under the Trading With The Knemy Aet is barred, 

Notice of opposition filed during statutory period cannot be amended or supplemented tn 
any material reapect after the period has expired, 

Although apposition ta dianiased, where it appeara that regiatration should he refuaed, 


case ia remanded to Mxaminer of TradesMarka for reeexamination and refusal af regiatra 
ton, 408 


Mation to amend notice of apposition to reeite additional regiatration (led after expiration 
af period within apposition may be fled muat be denied ain 


\n opposer hae Ho rlalt to question the deaeriptiveness of applioant's mark, \Viere the 
Kaaminer considered the queation of deaeriptiveneas and fefweed reghethation on that wrod, 
(He appellate eourt tay review that question AL 


Where applicant failed ta appeal from holding that applioants mark tea wenerie term 
charweterielig applioant's goods, appellate eourt Heed Hat consider apporer's armunent that 
Applicata Hark: Le riladeaceiptive 

Notice of apposition aliould tat be dhiiaed for apporer's lek of titereat where apposed 
allewed that it manufaetured and sold aver S00 DRAGAN CARILLON earillion belle detrunente 
valued at more than #4,780,000 for more than twenty years prior to appliownt’s frat wae af 
CARILLONIO HhEEa for eleetrioally aperated cartiiona ar eles As 


Where there had been a judielal (nding (hat appliewit's mark wae eanfwelngly atuilar ta 
thivd party's peter rewlatration, withdrawal af thivd party's rewietration aa a referenee hy 
Hoaamiiner merely an (hind party's Cotent te questionable War 


OCppaner's remlatrations Weariig (iii datea aubaequent ta fling date af application are 
Hat pertinent where opposer's allowed date of livet wae te Hat pelor te appliownt's date af 
vat ae Und 


Ty a apposition proceeding (le lipraper ta eanatder the prior dee hy applicant af a mark 
‘different from the ane saualt ta he regletered TI 


Where trademarks of applicant and apporer are Hot eonfieiigly atiilae, to peewall in an 
apposition proceeding, apporer Miuat prave That Confiaion, Mlatake of deeeption af puvehasers 
actually aeeurred ae a reault of the atiilarity of the are Tk 
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er EL a 
Motion to auapend apposition proceeding in view of cancellation proceeding properly denied | 

deelsion in apposition proceeding eannot in any way adversely affeet cancellation pro 

cooling, 1102 


Asauming that proper apeelmens of the mark were not filed by opposer, the opposition will 
not fall heeauae this procedural matter should have been corrected before the time for taking 
testimony began, Heeause opposer relied solely on ite registration, improper apecinens are 
irrelevant, 172 


Evidence 


Judicial notice will not be taken of registrations of third parties, irrespective of whether 
or tot copies were timely filed with proper notice, ll2 


Mere fact that certain records are official records does not render them available as evi- 
dence except when offered as the rules provide; use of word “must” in Rule 282 precludes 
holding that rule is permissive, 118 


Held, that opposer failed to establish prior use of TEXAS RANGER on toy holster sets; 
opposition was, therefore, dismissed, 126 


Specimens not part of application but introduced at the oral hearing are not of record, 
since there is no allegation of use at the time of filing application. 

Display sign is insufficient to justify registration, especially where there is no indication 
that the sign is “associated with” the goods, 408 

Both the statute and rules require that the applicant file specimens of the mark as actually 
used, which use must be as a trade-mark; and specimens submitted at the oral hearing may 
not be considered, since there is no allegation that they were in use at the time of filing the 
application. 410 


Where it is clear, due to similarity of the marks and the goods, that there would be 
likelihood of confusion, letter of consent cannot be given any weight. 412 


It is not required that actual confusion be shown; likelihood of confusion will be inferred 
from contemporaneous use of confusingly similar marks for the same or similar goods. §20 


Certificate of registration in a foreign country is presumptive evidence that the mark is 
still in force and effect for the goods specified, and should be so considered by the Patent 
Office. 634 


In absence of testimony to contrary, official copies of registration constitute prima facie 
evidence of ownership and use of the mark for the goods disclosed therein. 651 


Applicant is not precluded from proving date of first use prior to date stated in applica- 
tion, but such proof should be particularly clear and convincing. 864 


Probative force of testimony relating to surveys is highly doubtful and is usually given 
very little, if any, weight in contested trade-mark proceedings. 1083 


Oral testimony of a single interested witness may establish the date of first use, if sufli- 
ciently probative, not characterized by contradictions or inconsistencies and corroborated by 
circumstantial evidence, 1183 


Any confusion stemming from similar operational characteristic of the goods of applicant 
and opposer, as distinguished from trade-marks which they bear, is not to be considered as 
relevant, where applicant has the right to make the goods as a licensee under opposer's 
patents. 1209 
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Defenses 


If opposition ta fled within the time preseribed hy statute, defense of laches ia unavailable 
to applicant ue 


I'videnee that the marke were tiaed on identioal goods for over twenty yveara without aetual 
confusion faile te evereome preaumption of likelihood of confusion from similarity of tarke 
where applicant's goods were not sold in the same channels of trade as opposer's goods, 789 


Where application is filed after twenty years use by applicant, opposer who used substan. 
tially identical mark on related goods for past fifty years is not barred by laches from opposing 
registration even if applicant could suecessfully raise laches in a suit for trade-mark ine 
fringement, 978 


Opposer’s failure to oppose applicant's prior registration or to petition for cancellation has 
no bearing on opposition proceeding which is based solely on applicant's right to register a 


mark under the Act of 1946, 1183 

Non-use of registered mark by opposer is no defense in an opposition proceeding because 

validity of registration may be contested in a cancellation proceeding. 1172 
APPEALS 


To Commissioner 


Decision on appeal is suspended until cancellation proceeding is terminated where cancella- 
tion proceeding may dispose of all remaining issues in appeal. 990 


Motion to remand opposition to Examiner of Interferences to consider additional evidence 
known to applicant after decision of Court of Customs and Patent Appeals in an opposition 
brought by same opposer against a different applicant properly denied; validity of opposer's 
registration cannot be attacked in an opposition proceeding. 1102 


In view of holding of abandonment, junior party is not entitled to any date earlier than 
that of resumption of use of mark, and consequently is not entitled to registration, 1214 


Court of Customs and Patent Appeals 


The contention is untenable that the Patent Office is inconsistent in allowing the regis- 
tration of service marks which appellant considers comparable to its own. 1168 


R. S. 4915 


Determination of Patent Office as to registrability is accepted as controlling in subse- 
quent R. S. 4915 action unless contrary is established by evidence of character and amount 
which carries through to a conviction. 369 


Since district court was unable to say that use of the fmark cuEE* Tos was not likely 
to cause confusion; and since Court of Appeals is likewise unable to say that it is not likely 
to cause confusion; and since Commissioner of Patents found likelihood of confusion, Court 
of Appeals concludes that action of the Commissioner was not unsupported by substantial evi- 
dence, and not clearly erroneous. 613 


Where the Court of Customs and Patent Appeals over 20 years ago held that preasr- 
0’-CHICKEN was confusingly similar to CHICKEN OF THE SEA and hence denied registration, said 
decision is res judicata in an application to register said mark under section 2(d) of the Act 
of 1946; the two intervening Circuit Court of Appeals decisions which held that ciicken 
OF THE SEA is descriptive and not infringed by use of BREAST-O’-CHICKEN are not relevant 
because said decisions determined the availability of the mark for use but not for registration, 

Registrability decisions based on likelihood of confusion under the Act of 1905 are res 
judicata where registration of the same mark is sought under the Act of 1946, 1064 
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Ill, EFFECT OF REGISTRATION 


Tue PrincipaAL REeGIstTer 
Evidence 


Action of Patent Office in granting registration creates strong validity in favor of 
validity of mark. 104 


Registration creates a rebuttable presumption of validity which must be overcome by party 
who challenges it; after registration, date of first use by registrant presumptively relates back 
to filing date of application. 855 


Prior Acts 


Act of 1920 


One cannot be charged with constructive notice of presence of a mark on the 1920 
register. 312 


REGISTRATIONS OF ForREIGN NATIONALS 


Where opposer's registration is based on foreign registration which does not require use, 
opposer need not prove use because statutory exclusive right to use the registered mark sup- 
ports the opposition if the public likely will be confused. 1102 


IV. CANCELLATION PROCEDURE 
In GENERAL 


Registration under 1920 Act is cancellable where registrant did not have bona fide exclu- 
sive use of mark during year preceding filing of application. 220 


PARK LANE for hosiery may be cancelled by prior registrant’s ownership of PARK LANE for 
men’s suits, coats, hats and caps. 224 


SURE SHOT in black-faced capital letters for capsules and liquid preparation for dogs is 
not sufficiently like surE sHoT in fanciful black-faced capital letters, arranged in curved 
formation above silhouette of female holding bow and arrow, for preparation for treatment 
of dandruff to entitle owner of former to cancel latter registration. 

In absence of decision of Supreme Court, C. C. P. A. would not hold that preparation 
for internal use of animals has same descriptive properties as preparation for external use 
of humans. 276 


Secondary meaning cannot be considered in action to cancel 1905 registration particularly 
when no testimony is introduced; and although registration is cancelled, it must be without 
prejudice to application to register under Section 2(f) of Act of 1946. 291 


Owner of trade-name JOHNSON & JOHNSON used on and in connection with athletic sup- 
porters, suspensories, anklets, knee caps and elastic stockings held entitled to cancel registration 
of JOHNSON & JOHNSON for men’s shoes. 

Doubts should be resolved against newcomer, especially when it appears that latter’s usc 
is a deliberate copy of first user’s name, the close simulation of which is too much to be 
ascribed to coincidence. 309 


MICRONIZED for an ingredient of paint is confusingly similar to MICRONEx for gas-black 
and carbon-black; but the marks are not confusingly similar when one is used on talc and 
clay and the other on gas-black and carbon-black. 396 


Even though Court was inconsistent in holding a surname registration valid, petitioner is 
bound by the decree so far as Patent Office proceedings are concerned. 641 
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PLEADING AND PRACTICE 


Decision of Commissioner (Examiner-in-Chief) in cancellation proceeding is not of such 
finality as to render moot the issues involved in an application to re-register. 276 


When confusion arises from fact that both parties have the right to use the same surname, 
and such confusion cannot be eliminated, Patent Office does not have power to minimize con- 
fusion by suitable requirements and prohibitions on the parties (though a Court would have 
such power) ; and since cancellation could not affect the registrant's right to use the marks and 
names it has been using, cancellation would serve no purpose. 641 


Where one gives notice of introducing documentary evidence at final hearing after time set 
for taking testimony has expired, such evidence is not admitted as part of the record. 878 


Petition for cancellation fatally defective for failure to allege directly or by implication 
that the goods of petitioner and those goods specified in the registration under attack are such 
that their sale under the notation in controversy would be likely to cause confusion or mistake 
or deception of purchasers in trade. 

Where petitioner relies on civil suit brought by respondent to prove that parties’ goods are 
of same descriptive properties, petitioner is also bound by final decision in that civil suit. 1076 


Whether a registered trade-mark has become generic is a question of fact; hence, third 
party’s cancellation proceeding 19 years prior to present cancellation proceeding is not binding 
on Patent Office. 1092 


EvIDENCE 


Injury is presumed to follow registration of confusingly similar mark, and proof of actual 
confusion in trade is unnecessary. 220 


Concurrent use for twenty years with no evidence of confusion eliminates “likelihood of 
confusion” from realm of speculation. 276 


Liberality in assuming facts relating to literary matters, meaning of words and matter of 
common experience is proper, but greater caution should be exercised in assuming special 
technical facts, particularly where arguments are based on facts not proven in the record. 396 


Taking into consideration the stipulated fact that during thirty years of contemporaneous 
use of the marks there has been no known instance of actual confusion, together with the facts 
that the marks are not identical, the goods are specifically different, and the goods are not sold 
to the general public but to relatively cautious and experienced buyers, likelihood of confusion 
is obviated. 531 


Opinion testimony of likelihood of confusion is ordinarily given little weight; and when 
questions are based on statements which are without foundation in the record, such testimony 
is devoid of significance. 535 


Paragraph of prior Court decree between the parties be interpreted as authorizing peti- 
tioner to raise question which could have been raised at time of suit. 641 


To prove laches, there should be a showing of increased sales, profits, investments etc. up 
to the time of the cancellation proceeding to establish that respondent would be in a worse 
position now if its registration were cancelled than respondent would have been if the cancella- 
tion proceedings were instituted earlier. 

Constructive notice of registration by itself is not sufficient to support laches. 878 


To prove that a registered trade-mark has become generic, petitioner must prove its 
allegation beyond a reasonable doubt. 1092 


Advertising and documentary exhibits showing use of MINNESOTA PAINT and the like 
separated from the corporate name MINNESOTA LINSEED OIL PAINT COMPANY were not sufficient 
to show that the public was using the name as a trade-mark and not merely as a short cut 
of the corporate name. 1203 
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DEFENSES 


Laches, accompanied by element of estoppel, not available when respondent failed to prove 
actual notice of use of its mark prior to March 15, 1949 and cancellation petition was filed 
September 14, 1949. 220 


Fact that goods are dissimilar and noncompetitive is insufficient to counteract usual pre- 
sumption of confusion which ordinarily obtains where goods are related. 

Although goods are not competitive, the fact that they are sold by same dealers in same 
stores to same class of customers sustains finding of likelihood of confusion. 

Defense of laches cannot be sustained unless evidence shows that delay was accompanied 
by other factors sufficient to create an estoppel. 


Defense of laches inappropriate when respondent fails to take whatever testimony may be 
necessary to establish the defense. 224 


Defense of laches is not available to owner of 1920 registration, since such registration 
does not constitute constructive notice. 309 


Mere delay by a petitioner for cancellation is not sufficient basis for sustaining defense of 
laches. To establish this defense it must affirmatively appear that the delay was accompanied 
by circumstances compelling enough to give use to an estoppel; evidence should establish that 
respondent’s business is substantial and that it would be in a worse position now than if the 
cancellation proceedings were instituted earlier. 312 


Defense of laches cannot be sustained when the party defending takes no testimony 
whatsoever ; laches is affirmative defense which must be proven. 396 


Laches not available in cancellation proceeding, since petition to cancel was filed within 
statutory period. 531 


Mere delay in asserting trade-mark rights cannot in and of itself sustain the defense of 
laches. 873 


Laches in the sense of mere delay is insufficient in itself as an equitable defense in trade- 
mark proceedings ; it must appear that the delay was accompanied by circumstances giving rise 
to an estoppel. 878 


V. COMMON LAW TRADE-MARKS 
NaTurE OF RIGHTS 


COPPERTONE held invalid as a trade-mark on ground of descriptiveness. 85 


WEATHERVANE for women’s garments is not descriptive; and insofar as it may be 
suggestive, the suggestion is inaccurate. The mark for the product is fanciful and entitled 
to protection. 99 


SINGER held to be a valid common law trade-mark. SINGER SEWING CENTER held to be 
exclusive property of plaintiff. 198 


Where defendant made and sold burial vaults under a patent license and used plaintiff's 
trade-mark wicBert for burial vaults under a trade-mark licensing agreement under which 
plaintiff controlled the quality of the goods, held defendant acquired no rights to plaintiff’s 
trade-mark and is enjoined from using it after trade-mark license expired. 

Trade-mark rights are not affected where patent on trade-marked goods expired; there 


was no general adoption of the trade-mark into the public domain and trade-mark had acquired 
secondary meaning prior to expiration of patent. 841 
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Score OF PROTECTION 


Use of name of owner in connection with a mark does not diminish trade-marks signifi- 
cance thereof. 123 


STRONGHOLD is descriptive of threaded nails, and protection will be granted only if second- 
ary meaning is proved. 182 


VI. REMEDIES 
INFRINGEMENT 
Basis of Relief 


General 


The word coTTon Tips are an infringement of the registered trade-mark Q-tIrs. Use by 
defendant of the words JOHNSON’S COTTON TIPS is not a use otherwise than as a trade-mark 
fairly to describe defendant’s products. 64 


SMARKOFF on vodka infringes SMIRNOFF used on vodka. 94 
WEATHERMATCH infringes the common law rights of the owner of WEATHERVANE. 99 
sPIGA for spaghetti is an infringement of s.P.1.c.a. for spaghetti. 104 


Plaintiff who entered into license agreement with one defendant, who registered plain- 
tiff’s mark and, in turn, licensed second defendant, is in position of having placed its common 
law trade-mark rights in dispute so that preliminary injunction will not issue. 493 


DUTCH is descriptive of paint brushes; and per se is generically descriptive of paint and 
paint products, and was so descriptive at time of adoption of puTcH Boy by defendant. 593 


3-IN-1 is merely descriptive of a jig saw’s three functions: sawing, sanding and filing; 
hence defendant’s counter-claim for trade-mark infringement must fail where plaintiff uses 
3-1N-1 and 4-1n-1 for identical goods. 945 


CLORETS for chewing gum is not infringed by cLor-Ains for identical goods because CLOR 
(or CHLOR) is an abbreviation for “chlorophyll” and is in the public domain. 1060 


Similarity or Dissimilarity of Goods 


It cannot be said that electric ranges and refrigerators are so compartmentalized from elec- 
tric sewing machines and vacuum cleaners that housewives would not (as they did) think that 
the name ADMIRAL applied to all signified a single source of origin. 616 


Colorable Imitations 


Composite mark including stRoNGHOLD superimposed on a screw bearing the words screw 
propuCTs does not infringe composite mark including stRONGHOLD with representation of a 
castle and the slogan THEY HOLD FOREVER for nails. 

Marks must be considered in their entireties, and defendants of only one part of a com- 
posite mark in conjunction with features dissimilar from the features of plaintiff's mark is not 
infringement. 182 


RUSTABOO does not infringe TABU or TABOO particularly in view of differences in goods. 369 


DUTCH PAINT for paint does not infringe puTcH Roy for paint; nor does use of such term 
constitute unfair competition. 593 
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ADMIRAL for vacuum cleaners and electric sewing machines infringes ADMIRAL for radios 
and television sets, electric ranges and refrigerators. 616 


SPORTSMAN within an oval for trusses does not infringe picture of a runner and ACTIVE 
MAN within an oval for trusses. Photographic reproduction of an athlete are frequently used 
by the trade in advertising athletic trusses. 717 


Plaintiff’s trade-mark comprising an O shaped figure colored red having a parallelogram 
of light shade, usually white, extending horizontally from the central right portion of such 
figure, together with parallel bands over and under such figure and parallelogram, of a dark 
color contrasting with that of the parallelogram, for gum is infringed by defendant’s partial 
appropriation of the essential elements of plaintiff’s trade-mark for identical goods. 929 


Dilution 
Doctrine of dilution operates to give protection against the use of a mark on distinctly 


different goods, but it has no application unless the marks are similar; doctrine has been 
sparingly applied and only in situations where marks were identical or obvious simulations. 369 


Scope of Relief 
Injunction 


Defendant, enjoined from using name STECCONE on squeegee rubbers and handles without 
sufficiently distinguishing goods from plaintiff's products, violated decree by affixing explanatory 
labels only to shipping cartons which were not generally seen by ultimate customers, and to 
squeegee handles, on which the labels were of such an impermanent nature as to present 
dealers with a simple means of palming off the products as those of plaintiff by soaking or 
tearing off the label. 1158 


Accounting 


In the absence of other elements of unfair competition or infringement, no accounting is 
granted on the ground of defendant’s infringing adoption and use of the word TPs. 64 


Accounting denied because of impossibilities of proof which would stultify any master. 94 


Maintenance of accounting records reasonably expected of substantial business is not 
necessarily applicable to a two-man shop. Tolerance should govern decision. 

Social Security payments and like items must be deducted in accounting of profits. 

Defendants are required to support formula to prove proportion of time and services put 
forth in repair and sale of infringing items as compared with total of all items in order for 
master to make allocation. 

Defendants held not entitled to deduct legal and accounting fees paid in connection with 
instant litigation. 

Reasonable counsel fees and legal expenses may be recovered by plaintiff. 

Interest may be awarded to plaintiff when defendants profit from infringing decree. 264 


Accounting is denied where plaintiff fails to show material damage. 
Costs are awarded to successful plaintiff, together with $2,000 attorney’s fees plus $500 
additional appellate fees. 616 


Evidence 


Such confusion as was shown was not actionable, since none of the testimony showed 
that persons claimed to have been “confused” were ordinary purchasers exhibiting the standard 
of care expected of them viewed in the light of the buying habits of purchasers of such 
merchandise. 593 
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It is not necessary to show actual cases of deception or confusion, since the test is like- 
lihood of confusion, but in instant case there was evidence of actual confusion and the case 
was thoroughly proven. 616 


Defenses 


Delay of eight years in filing suit, during which time defendant spent large sums of 
money is sufficient to support defense of laches. 182 


Showing of mere third-party uses not of force since they may be substantially or wholly 
wrongful and inadequate to justify defendant’s wrongful use. 616 


UNFAIR COMPETITION 
Basis of Relief 
In General 


Injunction will not issue when defendant has superior rights in territory where name iden- 
tifies defendant. 106 


Under Illinois law unfair competition is determined by local law. 182 


Use of surname ADRIAN for perfumes where no consent is established constitutes a viola- 
tion of plaintiff’s right of privacy. 192 


Dress designer who contracted with another for use of his name ADRIAN on perfumes 
may enjoin third party who claims right to use the mark through assignment for benefit of 
creditors. 192 


Attorney’s fees’and expenses incurred in litigation awarded on basis of defendant's 
fraudulent conduct but for which litigation would have been avoided. 
Assessment of exemplary damages awarded on basis of actual loss resulting from deprecia- 


tion of good will. 198 


Acts and practices of respondent place in hands of dealers a means and instrumentality 
whereby they may mislead and deceive purchasers as to origin of product, and constitute unfair 
and deceptive acts and practices. 214 


Imitation of functional features does not constitute unfair competition where reasonable 
steps are taken by defendant to distinguish its product from plaintiff’s. 

The term “special significance” has same meaning in principle as “secondary meaning” 
whether parties sell to jobbers and distributors or to general public; functional features, 
unpatented, do not acquire secondary meaning. 386 


Claim for relief under Trade-Mark Act of 1946 may not be enforced against the Attorney 
General under Sec. 1346 (a) (2) of Title 28. 391 


No merchant can acquire an exclusive right to display his merchandise in prewrapped 
packages; where the form of the package is not unique, but utilizes common materials and 
shapes and is appropriate to the size and kind of goods sold, an exclusive and enforceable 
right to use a packaged form usually will not be regarded as having been acquired; but where 
containers are so unique and distinctive that they become associated with a particular product, 
imitation will be treated as unfair competition. 497 


Where plaintiff's trade name EL cHico for a Spanish restaurant in New York City had 


acquired secondary meaning, and defendant used EL cHIco for Mexican restaurants in Texas 
and as a trade-mark for canned foods with full knowledge of plaintiff's business but without 
fraud or deceit held complaint dismissed as to use of EL cHiIco for restaurant business and 
defendants enjoined from using EL CHICO on canned food. §39 


” 
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Dismissal of complaint for unfair competition affirmed where plaintiff failed to prove 
actual confusion of public or trade, fraudulent intent of defendant, diversion of trade or 
actual damage. HYDE PARK for men’s clothing is not infringed by HypDE PARK for women’s 
clothing or as part of trade name. 934 


In the absence of passing off and of secondary meaning, plaintiff does not compete unfairly 
by using 3-1N-1 and 4-1n-1 together with BVI in black letters on a yellow octagonal design for 
a jig saw which has three or four functions where defendant uses 3-1N-1 to describe the three 
functions of its jig saw. 945 


Defendant’s acts in advertising and selling plaintiff’s trade-marked products at less than 
prices stipulated by plaintiff is not an unlawful appropriation of plaintiff's good will where 
persons attracted into defendant's stores by bargain prices on plaintiff’s products buy other 
products not made by plaintiff. 948 


Where defendant adopted Gos_et for beer in “steinie” bottles with knowledge of plain- 
tiff’s prior adoption and use of GorBeL for identical goods, and customers actually were con- 
fused, held plaintiff is entitled to injunctive relief. 

A person coming into a field already occupied by a rival of established reputation must do 
nothing which will unnecessarily create or increase confusion between his goods or business 
and the goods or business of the rival. 1040 


Where silverplated hollow ware is customarily sold by use of photographs of goods, held 
defendant enjoined from using photograph of plaintiff’s goods but may use photographs made 
from products manufactured by defendant even though such goods are substantially similar to 
goods made by plaintiff. 1048 


Where defendant’s use of plaintiff’s trade name which acquired secondary meaning prob- 
ably will cause the public to believe that plaintiff and defendant are related, defendant com- 
petes unfairly with plaintiff. 1151 


False Trade Descriptions 


Imitation of all functional features of plaintiff's product is not enough to require defend- 
ant to stop making and selling the imitation; consuming public has an interest in making use 
of functional features of plaintiff's product superior to plaintiff’s interest in being their sole 
vendor; all that plaintiff may justly demand is that defendant take reasonable steps to prevent 
buyers of its merchandise from thinking they have bought plaintiff’s. 386 


Absent a finding of secondary meaning, it is not unfair competition to imitate non-func- 
tional features of a product. 605 


Imitation of non-functional features of midget gas-fired cast iron boilers with distinctive 
rounded corners, casing and louvered front enjoined. 730 


False Designation of Origin 


The symbols which respondent used on back of its silverplated ware and in its catalogs 
create in the minds of a substantial portion of the purchasing public an impression that such 
products were manufactured in Sheffield (or elsewhere) in England. 214 


Where defendant sold plaintiff's well-known Hook & ACKERMAN midget gas-fired boiler 
for twelve years, disassociated himself and immediately sold Hook & MILLER midget gas-fired 
boilers which copied non-functional features of plaintiff's well known boiler, defendant is 
enjoined from using the name HOOK and imitating plaintiff's boilers in design, size and 
appearance. 730 

Defendant’s use of CHILDRENS BOOK AND RECORD OF THE MONTH cLUB for books and 


records for children is unfair competition with plaintiff's prior use of BooK-OF-THE-MONTH 
cLuB for identical goods. 859 
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The general design and appearance of witch hats or Halloween hats is in the public 
domain and may be imitated by competitors. Scalloped edges and oval brim of such hats 
are functional features and may be imitated by competitors. 1055 











Trade and Commercial Names 


Injunction pendente lite in trade-mark infringement case is drastic relief and will not be 
granted where alleged infringing mark has been in use by defendant for five years and no 
actual confusion is shown. 84 








ALBRO STEEL COMPANY as trade name for structural steel business is unfair competition 
with ALBRO METAL PRODUCTS CORPORATION as trade name for steel products fabricator. 273 













A person’s family name may not be given to a corporation which thereby takes or sub- 
stantially encroaches upon another business concern’s good will and rights which it has 
acquired by the use of such name. 504 









Where contract between plaintiff and defendant defines permissible use of trade name, 
court is bound by parties’ definitions, and common law principles of unfair competition do 
not apply. 851 


FOOD CENTER is generic and cannot be appropriated exclusively as the trade name of a 
chain of retail food stores. 1053 

















Where rca within a circle, plaintiff's trade-mark, and rca, an abbreviation of plaintiff’s 
corporate name, acquired secondary meaning in plaintiff's field of trade which is wholly 
different from defendant’s field (rubber products), and where defendant wilfully and know- 
ingly used R. Cc. A. as part of its corporate name and R. c. A. within a diamond-shaped figure 
in advertising its products to convey the impression to the public that defendant and its 
products were sponsored by, related to or connected in some way with plaintiff and the public 
likely will be deceived by such use, and where plaintiff stood by idly for ten years while 
defendant built up its reputation and good will held defendant is enjoined from using the 
letters R. c. A. alone or in a diamond-shaped figure except as part of its corporate name and 
in letters of the same size type and character as the rest of its corporate name below which 


in prominent letters must appear defendant’s state of incorporation and location of doing 
business. 1151 





First use of name Foop FAIR for food markets in Baltimore area did not effect right to 
statewide monopoly of name. First user in District of Columbia held entitled to use of 
name in areas of Maryland economically integrated with District of Columbia. 1164 




















Dress of Goods 


There is no unfair competition in the absence of palming off or any evidence of similarity 
in dress, package or label. ” 64 


Copying of plaintiff’s wrapper constitutes unfair competition. 104 


Courts reluctant to grant relief from copying scarfs similar to plaintiff’s in shape and design 
when no design patent is involved. 111 


Combination of tubular container, plus an illustrative figure of a female standing with arms 
upstretched, plus use of term DEMI-TASSE, all of which had been used by plaintiff, encroaches 
on plaintiff's trade practice; held that injunction should be recast to restrain defendants 
pendente lite from using representation of standing figure with arms upstretched and the term 
DEMI-TASSE in connection with cylindrical packaged girdles, but defendants should not be 
enjoined from using a seven and three-quarter inch transparent tubular container clearly 
displaying the term FLEXEEs or an illustrative female figure not standing and with arms 
upstretched. 497 
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Intentional imitation of non-functional features of gum package enjoined. 1060 


Although plaintiff has no right to a monopoly on the use of EERIE for a magazine title, it 
is entitled to an injunction against defendant’s use of EERIE in connection with a magazine 
which in design and appearance simulates plaintiff’s publication. 1157 


Trade Secrets 


In the absence of an express contract not to engage in a competition pursuit, a former 
employee may, in new employment, solicit the trade of his former customers and will not be 
enjoined from so doing at the instance of his former employer where there is no disclosure 
or use of trade secrets or confidential information secured in the course of former employ- 
ment. 379 


Scope of Relief 


Owner of COPPERTONE held not entitled to permanent injunction against COPPER TAN either 
as a trade-mark or as a part of corporate name, particularly when acts of unfair competition 
were found to have been discontinued prior to commencement of suit. 

Plaintiff held entitled to cancellation of defendant’s 1920 registration as a cloud on title 
of plaintiff’s mark. 85 


Plaintiff is entitled to so much of defendant’s profits as were realized from sale of goods 
bearing WEATHERMATCH mark. 99 


Plaintiff entitled to accounting if defendant intended to benefit from plaintiff’s reputation; 
and injury to reputation may be proved by showing sale of inferior product. 
Treble damages are within discretion of court. 104 


Plaintiff is not entitled to accounting for profits from defendant’s sales of plaintiff’s goods 
under defendant’s private label. 187 


Plaintiff held entitled to profits of defendant, general damages and exemplary or punitive 
damages. Plaintiff also held entitled to legal expenses and disbursements. 198 


Protection afforded a trade name which acquired secondary meaning is limited to field in 
which trade name is used and to related fields; one may not pre-empt the use of such trade 
name forever and for all purposes. 1151 


Appellant was properly enjoined from using its registered trade-mark Foop FAIR on butter 
and eggs in its FOOD LANE stores in the District of Columbia area. 1164 


Evidence 


Use name other than Foop Fair by plaintiff in defendant’s territory indicates recognition 
of defendant’s rights. 106 


Defenses 


Defenses not pleaded may not be considered. 

Purposely false claim of registration may be held to be condition of unclean hands, but 
inaccurate reference to registration will not prevent recovery for unfair competition. Held, 
however, that it is sufficient to bar a claim for infringement of trade-mark on the same facts. 99 


Two years delay in filing suit insufficient to sustain defense of laches, particularly where 
plaintiff protested in writing at the beginning of the unauthorized use. 192 


Even though defendant did not know of plaintiff's name, if confusion is likely, plaintiff is 
entitled to protection of its name. 273 
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Where plaintiff’s trade name acquired secondary meaning, defendant’s use of said name 
will be enjoined absolutely, but where plaintiff stands by idly for ten years while defendant 
builds up its good will and reputation, defendant may make fair use of said trade name. 1151 








VII. COURTS 





JURISDICTION 









Lanham Act confers broad jurisdictional powers on U. S. courts and court has jurisdic- 
tion to enjoin American citizen who uses in Mexico a trade-mark owned by American 
company but not registered in Mexico, particularly when defendant’s operations are not con- 
fined to the foreign country. 57 











Whether Lanham Act confers jurisdiction on Federal court is still an open question in 
the Second Circuit, although Ninth Circuit has found in affirmative. 190 










The Court of Customs and Patent Appeals assumes jurisdiction at time appellant gives 
notice of appeal, together with reasons therefor, to the Commissioner; and a motion filed 
thereafter with Commissioner should be transmitted to and filed with the Court. 276 















An equity court has jurisdiction, in a proper case, over matters of unfair competition 
which are not within the province of the Commissioner. 369 







Although there is both federal question and diversity jurisdiction, unfair competition is 
determined by local law. 386 







Court does not have jurisdiction of Attorney General since his official residence is in 
District of Columbia; and since he is not properly a party to the suit, complaint is dismissed 
on motion. 391 







Requirement of ‘use in commerce subject to congressional control is manifestly satisfied 
when defendant transports its marked goods in interstate commerce from manufactory to 
sales outlet. 616 















Where diversity of citizenship and jurisdictional amount are alleged, Lanham Act confers 
exclusive jurisdiction on federal courts over unfair competition which affects interstate com- 
merce. Unfair competition which affects interstate commerce raises a federal question. 

Even where defendant’s business is intrastate only, if alleged unfair competition of defend- 
ant affects plaintiff’s interstate business, federal courts have exclusive jurisdiction over this 
federal question. 

The Lanham Act does not provide for concurrent jurisdiction over unfair competition 
actions which affect interstate commerce. 713 














Where defendant pleads its registered trade-mark as a defense in an antitrust action, court 


has jurisdiction to order cancellation of registration. 724 
¢ 


Where the claim for trade-mark infringement is too unsubstantial to support dependent 
jurisdiction over the claim for unfair competition under 28 U. S. C. 1338(b), Section 44(b), 
(h) and (i) does not confer jurisdiction on the federal courts over all instances of unfair 
competition in interstate commerce regardless of the amount involved or diversity of citizen- 
ship of the parties. 1071 










PLEADING AND PRACTICE 






Defendant’s registration of BULovA in Mexico was canceled by Supreme Court of Mexico 
during pendency of litigation, and there was, therefore, no conflict with Mexican law. 57 





Interstate use may be inferred from recital of facts in complaint, even in absence of direct 
pleading. 190 
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Because defendant was dubious credit risk, court may protect a master by requiring plain- 
tiff to advance his charges and look to defendant for recoupment. 198 


In action for money damages joined with equitable action for injunction and accounting, 
legal claims are triable by jury. 491 


Having determined previously that court was without authority to enjoin institution of 
suits against plaintiffs’ customers for patent infringement prior to determination of non- 
infringement, it follows that court is without authority to enjoin similar suits alleging unfair 
competition prior to a decision on the unfair competition count in the pending case. 492 


Motions 


In absence of diversity of citizenship of parties, motion to remand to State court will be 
granted since Court of Appeals of Second Circuit has not passed upon whether Lanham Act 
creates Federal right against unfair competition. 190 


On motion to dismiss court must construe language of complaint in manner most favor- 
able to plaintiff. 

Single clause in contract may not be relied upon alone, but must be reconciled with other 
provisions to dismiss. 207 


Motion to dismiss appeal is decided in chambers, but dismissal is without prejudice to 
party’s right to renew motion at hearing. 276 


Motion, unverified and unsupported by affidavit or other evidence, to restrain plaintiff from 
proceeding with depositions and from requiring production of books and records of defendants’ 
business is overruled. 380 


Motion to withhold judgment pending decision by Commissioner of Patents in cancella- 
tion proceedings filed by defendant after completion of trial. 616 


FINDINGS 


In the absence of any showing of an intent to defraud plaintiff, and in absence of any 
damage suffered by plaintiff from defendant’s purchase and sale under a private brand label of 
plaintiff’s goods, judgment should be for defendant. 187 


Finding that combination of illustration of a truss, pen and ink sketches of men at work 
and play, descriptive statement in columnar form preceded by a dot, and slogan ror THE ACTIVE 
MAN had acquired secondary meaning is clearly erroneous where documentary evidence showed 
that defendant used that combination for many years to plaintiff's alleged first use. 

Finding of actual confusion clearly erroneous in light of isolated cases of confusion. 717 


Whether a name is likely to cause confusion is a question of ultimate fact and is not 
binding on the appellate court which may draw its own independent conclusion from the basic 
facts found by the trial court. 1040 


PRELIMINARY INJUNCTION 


Preliminary injunction will be denied when record is barren of any showing of secondary 
meaning in a design. 111 


Even if court feels that plaintiff will ultimately prevail after trial of issues, fact that his 
right at this stage is clearly not beyond dispute is sufficient to deny injunction pendente lite; 
although plaintiff may suffer damage, there is no specific indication that the loss will be 
irreparable before matter can finally be determined. 493 


Preliminary injunction denied in action for unfair competition in imitating non-functional 
features of a product where moving papers, depositions and affidavits fail to establish “second- 
ary meaning” and likelihood of confusion. 
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Preliminary injunction denied in action for unfair competition in absence of clear and 
convincing proof by plaintiff that defendant has no rights where defendant took reasonable 
measures to protect what it believes in good faith to be its rights, and plaintiff deliberately 
copied non-functional features which defendant alleges had acquired secondary meaning. 605 


Allegation of facts showing probable future irreparable injury an essential part of a 
demand for preliminary injunction. Where defendants do not have in their possession mer- 
chandise bearing plaintiff's trade-marks and it is not shown that manufacture or sale of such 
merchandise is contemplated in the future; and where it does not appear that there is a sub- 
stantial controversy as to future activities or that the defendants are presently committing an 
act or threatening the immediate commission of an act likely to cause irreparable injury or to 
destroy the status quo of the controversy before full hearing a preliminary injunction will not 
issue. , 611 


Preliminary injunction granted where plaintiff's trade-mark and trade name BOOK-OF-THE- 
MONTH CLUB acquired secondary meaning and defendant recently began to use CHILDRENS 
BOOK AND RECORD OF THE MONTH CLUB; depriving defendant of a name chosen in its business’ 
infancy is an insubstantial detriment compared with prejudice to plaintiff's good will by 
defendant’s conduct. 859 


GRAYBURNE as a trade-mark for electrical products and as part of defendant’s trade name 
is an infringement of plaintiff's registered trade-mark GRAYBAR for electrical products and is 
confusingly similar with plaintiff's trade name Graybar Electric Company, Inc. 1059 


ConTEMPT PROCEEDINGS 


Refusal to answer questions and produce books and records on ground privilege, prior to 
joindee of issue, is not contumaceous. 379 


Punishment for contempt rests in the sound discretion of the trial court whose judgment 
will not be disturbed except where such discretion has been grossly abused. Where court 
enjoined defendant’s use of JEWEL as a trade name but permitted defendant’s use of JEWEL 
FINE ICE CREAM on ice cream, held, trial court did not abuse its discretion in denying plaintiff's 
motion for contempt because defendant complied the injunction by eliminating JeweL from its 
trade name and by using KRAUS MILK STORES in easily read letters in close proximity to every 
use of JEWEL. 950 


APPELLATE PROCEDURE 


Findings of fact and conclusions of law or a memorandum opinion thereof should be filed 
in contempt motions; where a defendant is held in contempt, the findings should clearly point 
out the conduct held to be contemptuous. 950 


ConFtict or Laws oi 


Federal law of unfair competition in related fields requires same result as application of 
state law. 934 
VIII. STATE STATUTES 

Massachusetts statute protecting a trade-mark against “dilution” has no application in 
federal court proceeding involving infringement of registered trade-mark. 64 
IX. ANTITRUST 


Requirement in license that defendants purchase from plaintiff unpatented materials 
required in manufacture of trade-marked goods does not violate antitrust laws because it is a 
reasonable requirement for protection of plaintiff’s trade-mark. 841 





